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DETAILED ACTION 

This action is in response to the amendment filed February 29, 2008. The Examiner acknowledges 
that claims 1, 26, 43, 65, 67, 72, 114, 141, 158, & 220 were amended, claim 5 was canceled, and no new 
claims were added. Therefore, claims 1-4, 6-7, 12-15, 18-28, 32, 35-48, 51-54, 57-69, 72-75, 77-80, 84, 87- 
95, 97, 102, 103, 106-114, 128-130, 133-147, 150-158, & 220-227 are currently pending. 

Information Disclosure Statement 

The following is reiterated from the previous office action as no response or acknowledgement of 
the IDS deficiency has been received: The listing of references in the Search Report is not considered to 
be an information disclosure statement (IDS) complying with 37 CFR 1.98. 37 CFR 1.98(a)(2) requires a 
legible copy of (1) each foreign patent; (2) each publication or that portion which caused it to be listed; (3) 
for each cited pending U.S. application, the application specification including claims, and any drawing of 
the application, or that portion of the application which caused it to be listed including any claims directed 
to that portion, unless the cited pending U.S. application is stored in the Image File Wrapper (IFW) 
system; and (4) all other information, or that portion which caused it to be listed. In addition, each IDS 
must include a list of all patents, publications, applications, or other information submitted for 
consideration by tiie Office (see 37 CFR 1.98(a)(1) and (b)), and MPEP § 609.04(a), subsection I. states, 
"the list ... must be submitted on a separate paper." Therefore, the references cited in the Search Report 
have not been considered. Applicant is advised that the date of submission of any item of information or 
any missing element(s) will be the date of submission for purposes of determining compliance with the 
requirements based on the time of filing the IDS, including all "statement" requirements of 37 CFR 
1.97(e). See MPEP § 609.05(a). 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this 
country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 7, 12-15, 18, 19, 27, 41, 42, 51-54, 57, 58, 66, 72-75, 77-79, 102, 103, 106, 107, 128-130, 
133, 134, 142, 146, 147, 150, 151, 220, 227 rejected under 35 U.S.C. 102(b) as being anticipated by Ugawa 
(Japanese Publication No. 09-047550, published February 18, 1997). The Examiner has attached a machine 
translation to English of the abstract, claims and detailed description. 

Claims 1, 27, 66, 72, 73, 128, 142, 220, & 227: Ugawa generally discloses the same invention 
including a gaming machine with a display and a game controller as is known in the art (see at least 
figures 1-4), where the game controller is arranged to play a game wherein one or more random 
events are caused to be displayed on the display and, if a predetermined winning event or 
combination of events results, the machine awards a prize, the console being characterized in that 
an animated character is periodically displayed to communicate information to the player, the 
character being arranged to appear superimposed over any game screen currentiy displayed at the 
time the character is displayed, the character appearing to at least control the dispensing of a prize 
(abstract, figures 36-42, and paragraphs 0033-0042). Generally, Ugawa discloses the character 
appears to provide information as to the dispensing or controlling of a prize, such that the 
predictive information is associated with a prize winning jackpot or outcome that'll eventually hit 
in subsequent games. Ugawa discloses the character appears at least to delivery predictive 
information regarding a big hit or big jackpot, such that the occurrence of the character appears to 
be independent of the specific outcome of the game being played, but rather the character appears 



Application/ Control Number: 09/857,042 Page 4 

Art Unit: 3714 

randomly based on a trigger signal through "WC RND RCH" of the flowchart shown in at least 
flgure 26 (paragraph 0033 discloses when the value of the variable "WC RND RCH" is under 10, 
the superposition of the character on the game screen is started). Regarding claim 27, the character 
clearly appears to award a bonus feature, where the feature includes predictive information as to 
further bonus awards. Regarding claim 72, the triggering of the appearance of the character is 
clearly associated with a function or feature selected from a plurality of functions or features 
associated with the game console (i.e. triggering is random, which is one feature of many available 
on the game console, where another feature is the spinning of the reels; "feature or function" in 
the context of the claim appears broad). Regarding claim 128, clearly the character appears 
asynchronously with the game being played when it appears superimposed at the same time during 
game play. Regarding claim 142, see flgure 1, where the display may be considered the entire 
pachinko display and the auxiliary display may be considered video display 33. Regarding claim 
220, all of the above appears to apply, as Ugawa discloses the character to provide information 
relating to at least a jackpot, which may be considered a bonus prize, or the character at least 
appears to control the dispensing of the prize via providing information relating to the prize. 
Regarding the added limitation, as discussed in the response to arguments below, the animated 
character feature must be "related" to be a bet placed, where such relationship is at least the fact 
that the character appears during a game play and game plays require wagers. 
Claim 7: As discussed above the character randomly appears to provide the game feature, which 
provides a bonus award based on the outcome of the slot game in display 33 (flgure 1). 
Claims 12, 13, 41, 51, 52, & 77-79: Ugawa discloses another trigger symbol associated with the 
primary game being the pachinko game (flgure 1), where the ball lands in a certain area triggering 
the "bonus" game of the video display; thus, it's clear the bonus or secondary game starts after the 
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completion of the primary game, simply because when the ball lands in the area to initiate the 
trigger signal, that primary game has been completed (paragraph 0023). It is understood in the art 
that bonus games are automatically commenced, thus, the player would not be given the 
opportunity to bet again until completion of the bonus round. Regarding claim 41, the bonus game 
is played on a "second screen" (figure 1). 

Claims 14, 53, 102, 129, & 146: Ugawa discloses "voice generation" or music/ sound effects in 
accordance with the displayed character to communicate the information to the player (paragraph 
0006). 

Claims 15, 54, 103, 130, & 147: Ugawa clearly discloses the information is displayed at least in 
symbols and/or text (figures 36-42). 

Claims 18, 57, 106, 133, & 150: As discussed above in accordance with the "WC RND RCH" 
parameter, it appears the character is based upon at least a random trigger. 

Claims 19, 58, 107, 134, & 151: Ugawa discloses the character is triggered at least for the purpose 
of providing predictive information in accordance with a probability of hitting a bonus award (see 
entire disclosure referencing "probabilities" throughout). 

Claim 42: Ugawa discloses the character randomly awards a game feature specific to the game 
being played, such that the character itself is a game feature. 

Claims 74 & 75: Ugawa discloses various "features" such as the predetermined predictive 
information to be displayed by the character, where the character is able to show various 
statements as disclosed by paragraphs 0033-0034, such that the trigger signal must include a 
portion to indicate which of the messages will be displayed after initiation of that particular 
"feature". These separate features each have a separate probability of occurring as discussed by 
Ugawa all throughout the disclosure of the invention. The determination of which message may be 
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displayed is considered to occur in accordance with a bet made by the player (i.e. the "feature" is 
only awardable when the game is played, which requires a bet). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections 
set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of 
this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2 & 43 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ugawa, as applied to 
claims 1, 7, 12-15, 18, 19, 27, 41, 42, 51-54, 57, 58, 66, 72-75, 77-79, 102, 103, 106, 107, 128-130, 133, 
134, 142, 146, 147, 150, 151, 220, 227, where appUcable, in view of Official Notice. 

Claim 2: Ugawa discloses the invention substantially as claimed except expUcitiy disclosing any 
bonus prizes or jackpot awards are awarded from a bonus prize pool. Regardless of the deficiency, 
such a feature it is notoriously well known in the art. The Examiner takes Official Notice that it 
would have been well known to those of ordinary skill in the art at the time of the invention to 
have puUed bonus awards from a bonus prize pool for at least accounting purposes, where a bonus 
prize pool stores portions of wagers pulled specifically for the purpose of providing bonus prizes 
on the gaming machines. See at least U.S. Patent No. 6,146,273 that discloses such a feature 
(column 24, Unes 30-39). Therefore, it would have been prima facie obvious to modify Ugawa 
where the jackpot or bonus awards are pulled from a separate bonus pool, as such a modification 
would have required routine skill in the art. See also response to arguments for more detail. 
Claim 43: Ugawa discloses the invention substantially as claimed except for expUcitiy disclosing 
the trigger is a combination of three symbols appearing anywhere on the screen (i.e. what is known 
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as a scatter event or a scatter trigger in the art). Regardless of the deficiency, the Examiner takes 
Official Notice that such a trigger event was well known in the art at the time the invention was 
made. Scatter pays or triggers based on a scatter outcome was known to provide another level of 
game play to players, where outcomes did not necessarily need to be obtained on a specific pay 
Une, but rather could be obtained when three or more like symbol were displayed anywhere on the 
display. Therefore, it would have been prima facie obvious to modify Ugawa with a scatter 
triggering event, such as a scatter in the bonus game to re-trigger the bonus game or trigger a 
subsequent bonus game as is known in the art. As an evidentiary reference, see U.S. Patent No. 
6,159,098 to Slomiany et al. which discloses a possible scatter outcome. See also response to 
arguments for more detail. 



Claims 3, 4, 6, 20-26, 28, 32, 35-40, 44-48, 59-65, 67-69, 80, 84, 87-95, 97, 108,114, 135-141, 143-145, 
152-158, & 221-226 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ugawa, as applied 
to claims 1, 5, 7, 12-15, 18, 19, 27, 41, 42, 51-54, 57, 58, 66, 72-75, 77-79, 102, 103, 106, 107, 128-130, 
133, 134, 142, 146, 147, 150, 151, 220, 227, where applicable. 

Claims 3, 4, 6, 28, 32, 35-40, 44-48, 80, 84, 87-95, 97, 143-145, & 226: Ugawa discloses the 
invention substantially as claimed except for expUcitiy disclosing: 

the character is in the shape of a coin having at least one of glasses, a top hat, legs or arms 
(claims 3 & 4); 

the character being used to indicate to the player any game and feature prizes won as a 
result of the primary game in addition to bonus prizes achieved (claim 6); 

the character initiating the reel spin game of the video display in Ugawa, such that character 
appears to activate each reel to spin (claims 28 & 32); 
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the character indicating a reel to be indicated as a wild, where the character indicates such 
by climbing into the foreground of that reel (claims 44-47 & 87-88); 

the character replacing symbols with special symbols (claim 48); 

the character offering a selection between two or more objects, such as the animated 
character holding two objects, the objects may be money or box representations, or bonus 
features, the player choosing one of the objects (claims 35-38, 89-92, & 226); 

the character awarding free games, a multiplier, and/ or other prizes (claims 39, 40, 93 & 

94); 

the character causing reels to spin, when the primary game is a slot game versus a pachinko 
game (obvious variant), such that the bonus game as in Ugawa is a slot game having associated 
awards (claims 80, 84, 95, & 97); and 

the character interacting with a primary game during display on the auxiliary display as 
disclosed above, the character interaction occurs for bonus features (claims 143-145). 

Regardless of these deficiencies, they would have been an obvious matter of design choice 
to those of ordinary skill at the time of the invention. The Applicant has not stated that such 
specific aesthetic functions of the character provide any particular unexpected result or solve any 
stated problem, and it appears the gaming machine would perform equally well with the character 
simply performing the tasks as disclosed by Ugawa. For example, the primary game being a slot 
game versus a pachinko game is considered a mere design consideration, as it would require only 
routine skill in the art. Alternatively, or in conjunction with the design choices, these features of 
the character prove to be merely functional language, such that within an apparatus claim, the 
Examiner must show an equivalent structure to properly reject the claims and any functional 
language is not given the patentable weight that it would be given if written in a method claim. 
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MPEP 2114 recites that "while features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in terms of 
structure rather then function". In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 
(Federal Circuit, 1997). MPEP 2114 also recites "A claim containing a recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus if the prior art apparatus teaches all the structural limitations 
of the claim". Ex parte Masham, 2 USPQ2d 1647 (Board of Patent Appeals & Interferences, 1987). 
Therefore, the Examiner submits that the limitations discussed above would have been obvious 
design choices as to the function of the disclosed character to those of ordinary skill in the art at 
the time of the invention. These obvious design elements for the character's functionality would 
have produced predictable results in accordance with the specific design implemented. It appears 
no unexpected results arise from the functionality of the character within the indicated claims. 
Therefore, for at least the reasons given, it would have been prima facie obvious to modify Ugawa 
to obtain the invention as specified in claims 3, 4, 6, 28, 32, 35-40, 44-48, 80, 84, 87-95, 97, 143- 
145, & 226. One of ordinary skiU in the art would be motivated to produce new design and effects 
for the simple reason of providing a new and exciting game for casino patrons in an industry where 
game machines are constantly being changed, upgraded, and re-designed to be appealing to the 
casino patrons, who are always looking for a new game to play. As such, new game designs appear 
to increase at least gaming revenue and casino appeal, which seems to be the underlying goal for 
gaming establishments. 

Claims 20-26, 59-65, 108-114, 135-141 & 152-158: Ugawa discloses the invention substantially as 
claimed except for explicitly disclosing that the character is arranged to appear on a bank of 
consoles in a coordinated manner, such as progressing/ walking from one machine to another. 
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where it may appear on one machine before it moves to the next or appear simultaneously on at 
least two machines such as when the character is in between two machines, or the like. Regardless 
of these deficiencies, it would have been notoriously well known in the art and would have 
required a mere design consideration. First, the Examiner submits that moving animations from 
one display to another is notoriously well known in the computer and gaming arts, such as a dual- 
monitor setup for a computer, where windows are transferable between two separate displays, or 
such as scrolling message displays in a bank of gaming machines, where a message essentially leaps 
from one machine's display to the next. These concepts are well known techniques in the art for 
moving animations between displays. Second, the Examiner submits that connecting multiple 
gaming machines to form a bank of gaming machines is also well known in the art. Thus, the 
Examiner submits that it would have required only routine skill in the art along with design 
considerations to implement a character across a bank of gaming machines. The remaining 
functional language directed to what exactly the character will do, as discussed above, is a mere 
design consideration. The combination of known elements or techniques including multiple 
gaming machines connectable into a bank of machines, an animated character, and moving 
graphics between multiple separate displays as taught by the art of record and known techniques to 
those skilled in the art, would have produced predictable results yielding an invention comprising 
an animated character inclusive in a bank of gaming machines in which the animated character is 
able to move across multiple displays for purposes of interactive gaming. Therefore, it would have 
been prima facie obvious to modify Ugawa with known elements and techniques to obtain the 
invention as specified in claims 20-26, 59-65, 108-114, 135-141 & 152-158. As evidentiary 
references for those elements considered well known in the art, the Examiner submits, U.S. Patent 
No. 5,655,961 to Acres et al. disclosing networked gaming (i.e. banks of gaming machines). The 
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concept behind dual-monitors or animation between separate displays has been well known in the 
computer arts for many years; thus, the Examiner does not feel that it is necessary to provide a 
specific reference. 

Claims 67-69: Ugawa discloses the invention substantially as claimed except for explicitly 
disclosing the trigger is random and weighted by a desired hit rate, one such hit rate is that the 
feature is hit every N number of games or the feature is hit dependent on the player's wager 
amount. Regardless of the deficiency, triggers, as known in the art are merely an outcome 
associated with a pay table, such that all triggers are considered random and weighted based on a 
pay table and frequency of being hit based on return percentages, player input, and other various 
parameters of the gaming machine. For example, the outcome of "7 7 7" on some gaming 
machines is rare, where outcomes in general are stiU random, however, they are considered 
weighted such that the frequency of hitting a "7 7 7" outcome is much less then the frequency of 
hitting a more common outcome. Those of ordinary skill in the art rely on the same concept when 
designing triggering conditions. Thus, the Examiner submits that designing a trigger is essentially 
the same process as designing a pay table for a gaming machine and would have required routine 
skill in the art to those of ordinary skill in the art, where the option of operating a trigger in such a 
manner would have constituted a mere design consideration. The Applicant has not stated that the 
specific operation of the trigger in the recited manner solves any stated problem or is for any 
particular reason, and it appears the gaming machine would have operated equally well if the trigger 
was initiated every single turn of the game, as in, the gaming machine's operation would not differ. 
Thus, such a consideration is merely design choice. Designing pay tables based on how often each 
outcome is intended to be hit (i.e. frequency of outcomes) is a well known technique in the art. 
Therefore, it would have been prima facie obvious to one of ordinary skill in the art at the time of 
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the invention to modified Ugawa's triggering conditions using known pay table creating techniques 
to produce predictable results. See U.S. Patent No. 4,448,419 to Telnaes that discloses techniques 
for designing pay tables. 

Claims 221-225: Ugawa discloses the invention substantially as claimed except for explicitiy 
disclosing the specific game states for the appearance of the character, such as a losing outcome, a 
near miss outcome, a winning outcome, or a combination thereof. Regardless of the deficiencies, it 
would have been an obvious matter of design choice to a person of ordinary skill in the art at the 
time of the invention. The Applicant has not stated that these specific game states are for any 
particular reason providing unexpected results and it appears the game machine would have 
performed equally well regardless of which specific game state is used to determine the occurrence 
of the character. It appears the various game states are disclosed in the alternative, such as any of 
these are possible. Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to modify Ugawa with various game states as to when the 
character is triggered, for at least the purpose of providing the character to players in a variation of 
scenarios, such as even getting a losing outcome in their base game. 

Response to Arguments 

Applicant's arguments filed February 29, 2008 have been fuUy considered but they are not 
persuasive. 

With respect to at least independent claims 27, 66, 128, & 142, the Applicant argues that Ugawa 
fails to disclose the animated character appearing randomly and independent of an outcome of the game 
being played. The Examiner respectfully disagrees. As best understood through the translation, it appears 
the read-for-winning state or jackpot being detected is not based on the outcome of the game being 
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played, but rather a parameter or randomization function within the gaming machine to determine if a 
future outcome is going to be a win (i.e. a ready-for-win parameter is determined to be prime for a future 
outcome to be a win). Thus, the animated character remains to be random (i.e. random based on the 
parameter) and independent of the outcome of the game being played (i.e. the animated character is used 
to be predictive for a future outcome and does not appear to be based on an outcome of the current game 
being played). As discussed in the previous office action, the character appears randomly based on a trigger 
signal through "WC RND RCH" of the fiowchart shown in at least figure 26. Next, the Examiner also 
interprets the English abstract (as indicated by the Applicant as failing to disclose the recited limitation) as 
disclosing that each time a ready-for-win state is detected, the character appears on the screen to indicate a 
future win is coming. And, as previously stated, the detection of this parameter or "ready-for-win" state is 
randomly determined as seen throughout the Ugawa translation (i.e. many aspects of the Ugawa invention 
are randomly based). 

Consequentiy, with respect to claims 1, 72, & 220, if the animated character appears randomly as 
discussed herein, it must be at least "related" to a bet placed by the player, such relation being that the 
animated character can only be achieved if a player is playing the gaming machine, where the gaming 
machine requires a bet to play a game. Thus, the animated character is triggered both randomly and related 
to a bet placed by the player. 

With respect to claims 2 & 43, the Applicant traverse's the Examiner's Official Notice of a bonus 
pool of claim 2 and a scatter symbol triggering event of claim 43. The Examiner respectfully submits, for 
claim 2, U.S. Patent No. 6,146,273 to Olsen (as presented in the previous action) as evidence of a teaching 
in the prior art of one such implementation of a bonus pool for use in distributing bonus prizes from said 
bonus pool. Those skilled in the art having ordinary skill and common knowledge would have found it an 
obvious matter in view of such teachings to implement bonus awards from a bonus prize pool kept 
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separately, for at least accounting purposes (i.e. one such implementation is any bonus monies inputting 
into a gaming machine are accumulated in a bonus pool). Thus, at the time the invention was made, it 
would have been an obvious matter to one of ordinary skill in the art to modify Ugawa with a bonus pool 
to award the possible jackpots or secondary bonus prizes from a bonus pool of available money. Such a 
modification does not appear to change the operation of Ugawa and would have only added the benefit of 
accounting (i.e. tracking the amount of monies paid out through the bonus pool to determine the 
profitability of the game machine in regards to providing jackpots or secondary games ~ where the 
secondary/bonus game is the reel game in the center of the pachinko machine disclosed by Ugawa). In 
regards to claim 43, the Examiner provided an evidentiary reference in the previous action, however, 
further submits U.S. Patent Application Publication No. 2001/0048193 to Yoseloff et al. as evidence of a 
teaching in the prior art of a triggering event comprising the occurrence of three scatter symbols and 
awarding of free games. Yoseloff et al. discloses that the presence of three 'whammy' symbols anywhere 
on the display devices a scatter pay, triggering a bonus round. The same concept is applicable in a bonus 
round, where such a combination triggers a payout. Yoseloff et al. discuss the possibility of free spins 
being awarded in view of special symbols, thus, those skilled in the art would have found it an obvious 
matter of design choice to program or set special symbols that entitied a player to a free game a scatter pay 
outcome. Such a modification is well within the ordinary level and common sense of those skilled in the 
art (i.e. game designers) and given the teachings of Yoseloff et al., one skilled in the art would have had 
sufficient motivation to modify Ugawa's bonus feature (i.e. the reel game) with additional exciting options 
as taught by Yoseloff. Therefore, the Examiner submits that scatter triggering events and providing free 
games as awards are well known concepts in the art that would have added exciting features to the reel 
game of Ugawa. Further, the animated character awarding said free games would have been an obvious use 
of available aesthetics and graphics that were available in Ugawa (i.e. use the animated character to provide 
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free games amongst host/ control other game activities). For at least these reasons, the Examiner submits 
the above identified evidence supports the Official Notice. 

For at least all of the reasons provided above, the claims rejections are maintained herein from the 
previous office action. The rejections may be updated to include any newly added limitations as found in 
the prior art. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period wiU expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Milap Shah whose telephone number is (571)272-1723. The examiner can normally be 
reached on M-F: 9:30AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Robert 
Pezzuto can be reached on (571) 272-6996. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http:/ / pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toU-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 

/Robert E Pezzuto/ 

Supervisory Patent Examiner, Art Unit 3714 
/MBS/ 



